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v. 

MEDICIS PHARMACEUTICAL CORPORATION, 
Defendant-Cross Appellant. 
No, 05-1022, 05-1023. 

Dec. 20, 2005. 

Background: Owner of two patents for treating skin 
conditions with fatty acid ester of ascorbic acid sued 
pharmaceutical company for infringement. Hie 
United States District Court for the District of Con- 
necticut, Christopher F. Dronev. J., granted summary 
judgment for company, and owner appealed. 

Holdings: The Court of Appeals, Racier. Circuit 
Judge, held that: 

(D second patent was invalid on ground of obvious- 
ness-type double patenting; 

£21 some claims were invalid as anticipated, while 
others were not; and 

£2) denial of attorney fees was not abuse of discre- 
tion. 

Affirmed in pan, reversed in part, vacated in part, 
and remanded. 

gryson. Circuit Judge, concurred in part, dissented in 
pan, and filed opinion. 

West Headnotes 

HI Federal Courts <£=>766 
17QB]c7f;{?MMC^ gaya 

Ul Federal Courts €=>802 
i70Pk8P2Mo?t Cited Cflfiga 

III Federal Courts <C=»813 

170BK8 13 Most Cited Cases 
Appellate court reviews district court's grant of sum- 
mary judgment without deference and its denial of 
summary judgment for abuse of discretion, drawing 


all reasonable inferences in favor of nonmovant 
£21 Patents e=>312(l^) 

29mm ,2)Atet Cittfl Cflftg 

Patent challenger has burden of proving invalidity by 

clear and convincing evidence. 

£21 Patents G=?324.S 

29im4,5MPftCj^Ca?e$ 
District court's finding of patent invalidity on ground 
of double patenting is reviewed on appeal without de- 
ference. 

£41 Patents O=>120 
29lkl20 Most Cited Cases 
"Double patenting" doctrine generally prevents pat- 
entee from receiving two patents for same invention. 

£S] Patents €=5^120 

Non-statutory, or "obviousness-type double patent- 
ing" is judicially created doctrine adopted to prevent 
claims in separate applications or patents that do not 
recite "same" invention, but nonetheless claim inven- 
tions so alike that granting both exclusive rights 
would effectively extend life of patent protection. 

£fi] Patents €=>120 

29lk^Qjyjo$jLCi>teAj^es 

Patent for using fatty acid ester of ascorbic acid to 
neat skin damaged by oxygen-containing free radic- 
als was invalid on obviousness- type double-patenting 
grounds, in light of owner's prior patent calling for 
use of same ester to treat sunburn; sunburn was spe- 
cies of genus of skin conditions covered by later pat- 
ent 

12 Patents €=^120 
221K130 Most Cited Cages 

Terminal disclaimer can be filed for issued patent in 
order to overcome invalidity based on double paten> 
ing. M,VS.CAfl3»- 
IB1 Patents €=^72(1) 
291 k72m Most Cited Ca<u* 
Single prior art reference that discloses, either ex- 
pressly or inherently, each limitation of patent claim 
invalidates that claim by anticipation. 35 U.S.C.A. g 
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\cacbY 

12] Patents €=»65 

Under principles of inherency, if prior art necessarily 
functions in accordance with, or includes, patent 
claim's limitations, it anticipates. 3S U.S.C.A. 8 
10203) . 

[Id Patents €=>65 

9.9lk65 MostCUed Cases 

Parent-anticipating inherency is not necessarily co- 
terminous with knowledge of those of ordinary skill 
in art, artisans of ordinary skill may not recognrze in- 
herent characteristics or functioning of prior art 
[111 Patents C=*6(1.12) 
2Q1 Mfrl . 1 a Most Cited Cases 
Prior skin cream patent could inherently anticipate 
subsequent claim for cream using one of its ingredi- 
ents, even if it listed Ingredient without special em- 
phasis in longer list. 33 LL&CA S 102fb>. 

021 Patents C==>51(1) 
2Qlk5im Most Cited Cases 
Prior art disclosure of broad genus does not necessar- 
ily specifically disclose species within that genus, for 
purposes of patent anticipation. 35 U.S.C.A. 8 

102£bi. 

£121 Patents €=>66 (1.12) 

IQllcfifid Most Cited Cases 
Patents for treating sun-damaged skin with fatty acid 
ester of ascorbic acid were invalid as anticipated by 
prior art patent tor use of such esters in cosmetic 
compositions; although prior art did not disclose ex- 
actly same range of ester concentration, it did dis- 
close "effective amount" ranges recited in patents. 25. 
u S.C.A. $ 102fb\ 

£141 Patents C==>66(U2) 

291k66(M2^ Most Cited Cases 
Patent claim calling for treatment of sunburned skin 
with fatty acid ester of ascorbic acid was not invalid 
as anticipated by prior art patent for use of such ester 
in cosmetic compositions; prior art neither expressly 
nor inherently disclosed use of claimed ester to treat 

£151 Patents €=>51(1) 


3Q1k5im Most Cited Cases 
When considering whether prior art method invalid- 
ates patent on ground of anticipation, court examines 
natural and inherent results in that method without re- 
gard to full recognition of those benefits or character- 
istics within art field at time of prior art's disclosure, 
3.1 U.SiCA 8 ICRflri- 

ri61 Patents C=*660U24) 

291k6fr1 .24^ Most Cited Cases 

Patent for apparatus does not necessarily anticipate, 

and thus prevent subsequent inventor from obtaining 

patent on new method of using apparatus. 25 

H.S.C.A. » IQMhV 

£121 Patents &=>66(1.12) 

9Q1 wttfl ATi Most Cited Cases 

Patent claims calling for treatment of exposed skin 

surfaces, and age-affected skin areas, with fatty acid 

ester of ascorbic acid was invalid as anticipated 

by prior art patent for use of such esters in cosmetic 

compositions, U.S.C.A. 8 Mttftrt. 

mi Patents €=»325-ll(2.1) 

2Qik325. 1 1f2. n Most. Cited Cases 
Award of prevailing-party attorney fees in patent case 
involves two-part determination: (1) whether prevail- 
ing party has proven exceptional case by clear and 
convincing evidence, and (2) whether award of attor- 
ney fees is appropriate. frS TJ-SCA. $ 285. 

£121 Patents €=^325,X1(2.1) 
291k325.1 U2A ) Mftfrt Q*"* 
Award of prevailing-party attorney fees in exception- 
al patent case lies within district court's discretion; 
factors to be considered include closeness of case, 
tactics of counsel, flagrant or good faith character of 
parties' conduct, and any other factors contributing to 
imposition of punitive sanctions or to fair allocation 
of burdens of litigation- flft Q A. 5 285. 

1201 Patents €^325.11(5) 
->Q1 vqM 1 1ffl Most Cited Cases 
Finding dial patent infjingement case was not excep- 
tional, for purpose of awarding attorney fees to pre- 
vailing defendant, was not clearly erroneous. 25 
US.CA.g285. 
£211 Patents €=»325.U(4) 
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291 irtlS.llfrtt Most Cited Cas.es 
Denial of attorney fees to prevailing patent infringe- 
ment defendant was not abuse of discretion. 25 

Patents €=>32S(2) 

2Qik328ra Most Cited Cases 
4.981 .845. Cited as Prior Art. 

Patents e=*28(2) 
2£lk22gQIJtfeglg^ Cases 
5.409.693. Invalid in Part 

Patents <&=?323(2) 

221 mm) MflSt Cited gases 

5.574.063. Invalid. 

♦1371 Raphael V. Lupo. McDerroott Will & Emery, 
of Washington, DC, argued for plaintiff-appellant. 
With him on the brief were ChaH« R. Work. Mark; 
G. Davis and David A. Spenard. Of counsel were 
Marv C. Chapin and Evan ParJte, 

William J. McNichol. Jr. , Reed Smith LLP, of Phil- 
adelphia, Pennsylvania, argued for defendant-cross 
appellant Whfa him on me brief were Tracy frffsplp 
Frisch. Man^n^n Feeherv and Heafter A, Rtttfr. Of 
counsel was Charles L. Becker. 

Before RADER. gRYSQN . and LOffiL Circuit 
Judges. 

Opinion for the court filed by Circuit Judge EAQER. 

Concurring in part and dissenting in part opinion 
filed by Circuit Judge B BVSQM - 

RADER . Circuit Judge. 

On summary judgment, the United States District 
Court tor the District of Connecticut, No. 
3:99-CV-01820, determined that all of the asserted 
claims of Dr. Nicholas V. Perricone's y.$. ?a$M 
Nns S.409.69 3 (the '693 natenfl and 5.574,063 (fre 
'063 patent are invalid and, as to foe '693 patent not 
infringed, Perricone v. Medicis Phgrnu Corp., 261 
RSimn ld 229 fO Conn.2003). Dr. Pcrricone seeks 
reversal of those judgments while Medicis Pharma- 
ceutical Corporation cross-appeals the district courts 
refusal to declare (he case exceptional under 22 


U S.C. 8 285 and to award Medicis its attorney fees. 
Because the district court erred in its anticipation 
analysis with respect to claims 1-4 and 7 of foe 
patent, this court reverses and remands the judgments 
on those claims of tte '693 patent This court other- 
wise affirms the trial court's decisions of anticipation 
based on inherency for the remaining claims of the 
'693 and '063 patents and its double-patenting analys- 
is with respect to claims 9, 11-13, 16, 18, and 19 of 
the '063 patent Finally, this court affirms the district 
court's denial of Medicis* motion under $285, 

1. 

Dr. Perricone's patents claim methods of treating or 
preventing sunburns ft fre '693 patenfl and methods of 
treating skin damage or disorders ftfr ft ™* patentV 
The '693 patent issued in 1995, tracing priority back 
to a filing in 1989. Th<> '063 natent issued in 1996, 
with priority back to the application that resulted in 
the '693 patent The information added in that con- 
tinuation-in-part application does not affect this case. 
Thus, both patents disclose essentially the same sub- 
ject matter: treatment or prevention of various forms 
of skin damage through the topical application of 
ascorbic acid (Vitamin C) in a fat soluble form. See 
'693 natent col. 2, 11. 26-34; Bffl WW, co1 - 2 » U - 
30-36. Specifically, the patents disclose the topical 
application of ascorbyl fatty acid ester (e.g., ascorbyl 
paimitate, ascorbyl laurate, ascorbyl myristate, 
ascorbyl stearate) with a dermatologically acceptable 
carrier. See '693 patent, cot 2, 1L 26-34; 'P$3 patent 
col. 2, 11. 30-36. Because the carrier, as well as the 
ascorbyl fatty acid ester, is fat soluble, it can "effect- 
ively penetrate skin layers and deliver the active 
ascorbyl fatty acid ester to the Upid-rich layers of 
♦1372 the sfcin / '693 patent, col. 4, 1L 4-6; > 063_pal- 
em, col. 4, 11. 10-12. Upon reaching the lipid-rich lay- 
ers of skin, the ascorbyl fatty acid ester produces a 
number of beneficial effects ranging from the accel- 
eration of collagen synthesis to the scavenging of 
oxygen-containing radicals caused by exposure to 
damaging ultraviolet radiation. See '693 patent col. 5, 
11 30-35, COl. 6> 11. 35-50; 'A63 patent, col. 6, 1L 3- 15, 
col. 7, U. 3(M5. 

In 1999, Dr. Perricone sued Medicis, alleging that 
Medicis infringed both the '693 and '063 patents with 
its LUSTRA® line of prescription skin depigmenters. 
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Psrrirpn* 9.67 F ^ u PP- 2d at 232£2* LUSTRA® is a 

cream that, with hydroquinone as its active ingredi- 
ent, reduces the production of melanin, Le*, the pig- 
ment in skin. LUSTRA® also includes, inter alia, 
ascorbyl palmitate. Before the district court, Dr. Per- 
ricone filed motions tor summary judgment of valid- 
ity and infringement, and Medicis filed a motion for 
partial summary judgment of invalidity of claims 9, 
11-13, 16, 18, and 19 of fre 'Q$3 patent on the basis 
of double patenting, and of claims 1-19 of the "063 
p arent and claims 1-4, 7-9, and 13 of fre '$93 patent 
on die basis of anticipation. hL aL^L Medicis also 
filed motions for partial summary judgment of non- 
infringement, premised on the invalidity of Dr. Per- 
ricone's asserted claims, and for attorney fees under 
?5 U.S.C. $ 235. Aside from the rejected attorney 
fees request, the district court granted Medicis' mo- 
tions and denied Dr. Pemcone's. Id. at 249. 

The district court's opinion and the parties' briefs be- 
fore this court do not disclose the disposition of each 
claim of the '693 and ^63 patents . The district court's 
opinion appears to invalidate all of the asserted 
claims of both patents, yet grants summary judgment 
of non-infringement only for thfe 693 patent See id=. 
Dr. Penicone's opening brief suggests that the district 
courts non-irifringement ruling applies to the asserted 
claims of both patents. Dr. Perricone's opening brief 
at 1. Nevertheless, this court need not determine the 
correct status of each claim. Rather, this court con- 
fines its rulings to reversal of a clearly identifiable 
subset of the '693 claims and trusts the parties to re- 
solve any uncertainty on remand. 

II. 

mmrel This court reviews a district court's grant of 
summary judgment without deference and a denial of 
summary judgment for an abuse of discretion, fifec- 
tromntive fl iv. Mnnrs Cam. t>. Transn. Sv*. 

niv nf Cr^L Fl*c. Co.. 417 F,3d 12Q3, \W 
(Fed.Cir.20Q51 drawing all reasonable inferences in 
favor of the nonmovanL This court gives due weight 
to a patents presumed validity under 35 U«SiG S 232 
rflOQQL requiring an accused infringer to prove in- 
validity by clear and convincing evidence. Geneva 
Pf>«™ Inc. v. CAmnsmithklin* PLC 349 P.3d 1373, 
J^77 rFed.Ctr.2003) . This court reviews double pat- 
enting without deference. Georeia-Padfic Corp. v- 


nx. GvTKum Co. 19S FSd Q22, 13^ 

(Fed,Cfr-l99fl. 

Double Patenting 
F4H51 The double patenting doctrine generally pre- 
vents a patentee from receiving two patents for the 
same invention. Thus, this doctrine polices the proper 
application of the patent term for each invention. The 
proscription against double patenting takes two 
forms; statutory and non-statutory. Statutory, or 
"same invention," double patenting is based on the 
language in § 101 of the Patent Act mandating 
"*1373 a patent" for any new and useful invention. 
IS II SC. £ 101 f2000): In re Cjppjman, H f.flfl 
ifUfi. 1052 (Fe d Cfr.iggVi ("If the claimed inven- 
tions are identical in scope, the proper rejection is un- 
der ^ U.S.C $ 101 because an inventor is entitled to 
a single patent for an invention,") (citations omitted). 
Non-statutory, or "obviousness-type," double patent- 
ing is a judicially created doctrine adopted to prevent 
claims in separate applications or patents diat do not 
recite the "same" invention, but nonetheless claim in- 
ventions so alike that granting both exclusive rights 
would effectively extend the Kfe of patent protection. 
Gerber Garm ent Tech.. Inc. v. Uctra 5vs,. foe. 9X& 

¥t? d fift*. fi86 fFed.ctr.l99Q) (citing fn m Thonw 
m a C C P.A. 759. 41ft F.2d 528. 534 (1969)). 
This case involves double patenting in this latter cat- 
egory. 

Claim 1 of the '693 patent recites: 
1, A method for treating skin sunburn comprising 
topically applying to the skin sunburn a f any acid 
ester of ascorbic acid effective to sohibHize in the 
lipid-rich layers of the skin an amount efiecrJve to 
scavenge therefrom free radicals present as a result 
of transfer of energy to the skin from the ultraviolet 
radiation which produced said sunburn. 

ffl3 patent , col. 7. Meanwhile, claim 9 of theJQfil 

p atent recites: 
9. A method for the treatment of skin damaged or 
aged by oxygen-containing free radicals or oxidat- 
ive generation of biologically active metabolites 
which comprises topically applying to affected skin 
areas a composition containing an effective amount 
of an ascorbyl fatty acid ester in a dermatologically 
acceptable, fat-penetrating carrier such that the es- 
ter is percutaneously delivered to lipid-rich layers 
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of the skin. 

'Cite patent, cols. 8-9. The district court found claim 9 
of fo e Q63 patent Invalid under the non-statutory 
double patenting doctrine hi view of claim 1 of the 
ft93 patent. In reaching that conclusion, the district 
court first identified differences between the two 
claims: 

(1) claim 9 of the '063 patent teaches a method for 
treatment of certain skin disorders, while claim 1 of 
fte '693 patent teaches a method for treatment of 
sunburn; (2) claim 9 of flag '063 patent recites the 
use of "an effective amount of an ascoxbyl fatty 
acid ester while claim 1 of ftlfr '693 patent 
teaches applying an ascorbyl fatty acid ester "effect- 
ive to solubilize in the lipid-rich layers of the skin 
an amount effective to scavenge free radicals 
present as a result of the transfer of energy to the 
skin from the ultraviolet radiation which produced 
[the] sunburn"; and (3) claim 9 of the '063 patent 
recites the use of "a dermatologically acceptable, 
fat-penetrating carrier such that the ester is percu- 
taneously delivered to lipid-rich layers of the skin," 
while the '693 patent does not explicitly recite the 
use of a carrier. 
P«rri*A^ 267 P.Sunn.?.rt at 240, The district court 
analyzed those distinctions. In the first place, the dis- 
trict court noted that "sunburn is a species of the 
genus of skin disorders" covered by jfle '06? pflKW 
Id. Next, consulting the specifications of both pat- 
ents, the district court concluded that the claimed ef- 
fective amount in the re3 patent falls within the 
ranges of effective amounts in jhe '693 patent. Fi- 
nally, the district court construed the "effective to sol- 
ubilize" language in claim 1 of thft ' 693 natent to 
mean the same thing as the language hi claim 9 of j&s 
'063 patent requiring "a dermatologically acceptable, 
♦1374 rat-penetrating carrier such that the ester is 
percutaneously delivered to lipid-rich layers of the 
skin." Accordingly, the district court found claim 9 of 
flift VKtt patent invalid for obviousness- type double 
patenting in view of claim X nf fle '693 patent. 

Claims 11-13 of thet)63 patent all depend from inde- 
pendent claim 9. Thus, the district court's analysis of 
claim 9 applies equally to claims 1 1-13. Claim 1 1 in- 
cludes an additional limitation specifying a particular 
range of concentration of the ester. Because that 


range substantially overlaps the range in claim 5 of 
% '693 patent (dependent on claim 1 of Pfit- 
enti. the district court determined that claim 11 of the, 
'063 patent is also obvious in view of claim 5 of the 
'693 patent . /A at 242. For claims 12 and 13 of the. 
*063 paten l the district court determined that those 
claims added the same limitations to independent 
claim 9 as claims 3 and 4 added to claim 1 of thejfi22 
patent Thus, the district court determined that de- 
pendent claims 11-13 fall with claim 9 of foe 'Qga 
patent for the above reasons; /<*. fit £41- 

Independent claim 16 of ?>e TO paffiut includes lim- 
itations analogous to those in independent «*laim 9. 
Accordingly, the district court applied the same reas- 
oning for its double patenting determination of claim 
16, ft* at 241-42. The district court paid special atten- 
tion to the additional recitation in claim 16 of specific 
"tocotrienols," but cteterrnmed that those tocotrienols 
are not patoatably distinct from the Vitamin E of 
claim 7 of the '693 patent Finally, the district court 
determined that claims 18 and 19 of the '063 natent 
which both depend from claim 16 of that patent, are 
not patentably distinct from claims 4 and 7. 

161 This court first examines the contention that the 
claims of the T 063 patent contain "material differ- 
ences" from those in the '693 patent. This "material 
differences'' argument does not show that the district 
court erred in its double patenting analysis. Rather, 
the district court's analysis specifically addresses dif- 
ferences between the claims of the '693 and '063 pat- 
ents. For instance, me district court discussed the dif- 
ference between the recitation in fllC 1062 patent's 
claim 9 of rt a dermatologically acceptable fat- 
penetrating carrier" and claim l's recitation of no car- 
rier at all. Thus, the district court cogently reasoned 
that, based on the specification, the "effective to solu- 
bilize'' language in claim 1 of the '693 patent means 
the same thing as the "carrier" language in claim 9. 
Thus, the difference disappears. 

Likewise, the district court properly resolved the ap- 
parent difference between treatment of various types 
of skin damage in claims 9 and 16 of the 'Q63 natent 
and treatment of sunburn in claim 1. Sunburn is a 
species of skin damage. As such, this court perceives 
no error in the district court's determination that the 
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earlier species renders the later genus claims invalid 
under non-statutory double patenting. See ffft Lffiy # 
c.<> ± Baa Lsktu !nL E3d ^ 97] 
f FptOrlOOn ("[This court's} case law firmly estab- 
lishes that a later genus claim limitation is anticipated 
by, and therefore not patentably distinct from, an 
earlier species claim.*") (citations omitted). 

Finally, the district court did not misconstrue the 
genus -species relationship between claim 16 of lbs 
tra patent and claim 7 of the, '693 patent. The district 
court interpreted the language of claim 16 reciting 
various tocotrienols, and concluded that it "refers to 
certain forms of tocopherols, or Vitamin E." 
♦1 V75 Perrieone. 267 F.Sup p^d at 238. Thus, the dis- 
trict court did not improperly conclude that a species 
was obvious in light of an earlier claim to a genus but 
correctly concluded that there was no patentable dis- 
tinction between the language of claim 16 of the *063 
patent and claim 7 of foe '693 patent This court finds 
no error in that analysis. 

The district court also considered and correctly rejec- 
ted the suggestion that procedures of the United 
States Patent and Trademark Office OPTO) militate 
against double patenting. Specifically, if Dr. Per- 
ricone had presented all the claims of the '693 and 
'063 patents to the PTO in a single application, the 
PTO might have made a resuiction requirement In 
other words, the PTO might have separated the 
claimed subject matter into different classifications 
and different inventions. If the PTO had entered a re- 
striction requirement under that hypothetical situ- 
ation, fr> U.S.C. 3 121 would have barred a double 
patenting rejection. Yes, and if the court had a broth- 
er, he might like buttermilk, In other words, mis tor- 
tured hypothetical does not correspond to the record 
in this case. The various claims were not filed togeth- 
er nor restricted by the PTO. Thus, in simple terms, 
35 U S.C. & 121 does not rescue Dr. Perricone's vol- 
untarily filed continuation-in-part application. 

Hi Finally, and contrary to the suggestion by the dis- 
trict court, the Patent Act and PTO rules support the 
filing of a terminal disclaimer even after issuance of 
the second patent. See 35 U.S.C. S I'M ttOOttt 
("[A]ny patentee ... may disclaim or dedicate to the 
public the entire term, or any terminal part of the 


term, of the patent granted ...."): 37 CF* § 
(incorporating the language of & 253\ The district 
court's focus on /n rg Goodrm th 1 1 R3d 1046 » 1052 
np_ ed^CirA993^ (explaining that a terminal disclaimer 
can overcome a double patenting "rejection") seems 
to have led to its conclusion that a terminal disclaim- 
er cannot be filed for an issued patent to overcome 
invalidity based on double patenting. The comment- 
ary from re Goodman arose in the context of ex 
parte prosecution, a setting not applicable to this 
case. An applicant must always overcome every re- 
jection to gain issuance of a patent Accordingly , the 
pre-issuance timing requirement of a terminal dis- 
claimer to overcome a double patenting rejection 
does not dictate a prohibition on post-issuance ter- 
minal disclaimers. A terminal disclaimer can indeed 
supplant a finding of invalidity for double patenting. 
Sim flppW Mnierialx. fnti. v. Semiconductor' Materi- 
als Am.: fcfc, 98 R3d 1563, 1577 (Fed.CiT, 1996) 
("For obviousness-type double patenting, [the im- 
proper extension of the statutory team] problem can 
sometimes be avoided for co-owned patents ... 
through the use of a terminal disclaimer."). This re- 
cord, however, does not include any evidence of a 
disclaimer even though the district court invalidated 
the claims over two years ago. Thus, while Dr. Per- 
ricone might still file a terminal disclaimer to over- 
come prospectively the double patenting basis for in- 
validity, this court makes no determination about the 
retrospective effect of such a terminal disclaimer. 

Anticipation 

mrSlflOl A single prior art reference that discloses, 
either expressly or inherently, each limitation of a 
claim invalidates that claim by anticipation- MkXL 
Minme & M& Co. E Johnson <fc Johnson Ortho- 
paedics. Inc.. 9 76 R2d 1559. I.SfV) nPed.Cir.1992). 
Thus, a prior art reference without express reference 
to a claim limitation may nonetheless anticipate by 
inherency. See *1376 fa ™ Cnuiiferoui Snrout Litie~ 
W\ E.M »343. J34Q rF^ Cir2002l "Under the prin- 
ciples of inherency, if the prior art necessarily func- 
tions in acoordance with, or includes, the claims lim- 
itations, it anticipates." (quoting MEHUBiovbjlz 
Ml Com, v. Milimurru 192 F,3d J3fo UfiS 
(Fed.Cir.1999)) . Moreover, "(Unherency is not neces- 
sarily coterminous with knowledge of those of ordin- 
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ary skill in the ait. Artisans of ordinary skill may not 
recognize the inherent characteristics or functioning 
of the prior art." I£l see also ftrftfrriflff Cora v- 

r T nj ™ Pharm^ 339 2M WX 1322 

ff frlCir.20Q31 (rejecting che contention that inherent 
anticipation requires recognition in the prior art) 
(citing in ee GrusMaem Sjxm& IMs* 3Q1 F.3cLat 

; MEHTJM nphil*. 192 F.3d Ot 1366L 

The district court determined that U,S, Patent 
AQai^s n>ereira^ anticipates claims 1-4, 7-9, and 
13 of the '693 patent, and claims M9 of the 'Q63 

™< Eggfcgag W F Su PP ^ ftt243 Pert ^ teacbes 
a cosmetic composition for topical application and 
discloses various ingredients in that composition, in- 
cluding slrin benefit ingredients, emollients, emulsifi- 
ers, and thickeners- See Pereira, cols. 1-2. In addition 
to listing examples, Pereira discloses eight distinct 
example compositions with specific concentrations of 
ingredients. Id. at cols. 8-12. Pereira identifies the 
disclosed compositions only briefly, identifying them 
as "suitable for topical application to the skin or 
hair." Pereira, col. 1, 11. 6-8. The district court con- 
cluded that Pereira's disclosed use anticipates Dr. 
Perricone's claims because Pereira's disclosed com- 
positions include all the various ingredients in the 
concentrations claimed by Dr. Peiricone. Thus, ac- 
cording to the district court, the topical application of 
Pereira's compositions would necessarily yield Dr. 
Perricone's claimed skin benefits. On appeal, Dr. Fer- 
ricone argues that: (1) Pereira's disclosed skin benefit 
ingredients include ascorbyl palmitate among many 
others, and so Pereira's disclosure does not anticipate 
the specific claimed use of ascorbyl palmitate; (2) 
Pereira's disclosed range of concentration of its skin 
benefit ingredient only partially overlaps with Dr. 
Perricone's claimed range; and (3) Pereira does not 
disclose any benefit directed to skin sunburn, or any 
of the other specific skin disorders, as claimed by Dr. 
Penicone. 

nil With respect to its skin benefit ingredient, 
Pereira discloses "from 0.01 to 20% by weight of a 
skin benefit ingredient chosen from; ... Ascorbyl 
palmitate [and] Tocopherol (U., Vitamin E] 
Pereira, col. l r 11. 55-68. In addition to those two 
identified ingredients, Pereira lists an additional 
twelve ingredients. See id. In total, Pereira teaches a 


Page 7 


total of fourteen skin benefit ingredients. This court 
rejects the notion that one of these ingredients! cannot 
anticipate because it appears without special emphas- 
is in a longer list. To the contrary, the disclosure is 
prior art to the extent of its enabling disclosure. See 
H Mien-Packar d Co. v. Must** ,Tv,t far„ 340 F-3d 
ni4. 1324 n, rFed.Cif.2003\ ('The anticipation 
analysis asks solely whether the prior art reference 
discloses and enables the claimed invention, and not 
how the prior art characterizes that disclosure or 
whether alternatives are also disclosed.") (citing 
CeUritas Techs, v. Rockwell Infl Com. ISO f .3d 

fn ^ Baird. 16 F ,M 3gfl (EbLCSl122& is not 
inconsistent with this anticipation analysis, m the 
first place, /n re Baird involved obviousness, not an- 
ticipation. Batrxl observes that ''disclosure of *1377 
milli ons of compounds does not render obvious a 
claim to three compounds." 16F.3riat383 (emphasis 
added). Baird 's reasoning, relevant to obviousness, 
does not apply to Pereira's disclosure of a handful of 
different compositions, the use of one of which anti- 
cipates Dr. P&rricone's claims. 

£121 While other opinions state that disclosure of a 
broad genus does not necessarily specifically disclose 
a species within that genus, see, e.g., Corning Qla^s. 

Works v. Sumit omo Else. U.SJK.. Inc.. 868 F.frliZIL 

1262 fFed.Cir.1989). this axiomatic proposition also 
does not rescue Dr. Perricone's claims. In mis case, 
the prior art does not merely disclose a genus of skin 
benefit ingredients without disclosing the particular 
claimed ingredient Rather Pereira specifically dis- 
closes ascorbyl palmitate. That specific disclosure, 
even in a list, makes this case different from cases in- 
volving disclosure of a broad genus without reference 
to the potentially anticipating species. Thus, these 
cases do not alter the district court's correct anticipa- 
tion reasoning. 

f!31 Pereira's disclosed range of concentration also 
does not exactly correspond to Dr. Perricone's 
claimed range. Pereira's disclosure nonetheless das- 
closes and anticipates Dr. Perricone's particular 
claimed "effective amount" ranges. Dr. Perricone's 
claims recite a number of different ranges associated 
with the fatty acid ester. Those claimed ranges vary 
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in breadth from an "effective" amount in claim 1 to 
particular specific ranges in other claims (e.g., "up to 
10% by weigh ty '063 patent, claim 2; "from about 
0.025% to about 5% by weight,i:063 FMttHk claim 3; 
"from about 0,025% to about 10% by weighCJQSi 
patent, claim 22). Pereira discloses ft range of con- 
centration "from 0.01 to 20% by weight," Pereira, 
col. 1, U. 55-68. As the district court correctly noted, 
Pereira's range entirely encompasses, and does not 
significantly deviate from, Dr. Perrieoue's claimed 
ranges. Thus, this court sustains the district court's 
reading of Pereira's effective amount disclosure. See 
Atlas Powder Co. v. Ireco Inc.. 190 R3d M 1342, 
1346 (Fed.Cir. 19991 C[W]nen a patent claims a 
chemical composition in terms of ranges of elements* 
any single prior art reference that falls within each of 
the ranges anticipates the claim. 1 ') (citing Jit^nmn\ 

Mrtnl* Corn. Rtinnrr. 77ft F.2d 775, 781 

ruinsi With respect to the particular claimed skin 
benefits, the district court reasoned that "Pereira will 
inherently function in [the claimed beneficial man- 
ner] when topically applied to the skin." Perriggs^ 
267 F.Supp.2d at 248. Thus, the district court ulti- 
mately based its anticipation analysis on inherency. 
"In general, a limitation or the entire invention is in- 
herent and in the public domain if it is the 'natural 
result flowing from' the explicit disclosure of the pri- 
or art." TrWm,. 339 F 3d art 1379 (citing EH Lilly 4 
Cn v Rnrr T»h* Inc. 7.51 F.3d 955. 970 
rFed.ar.200r, ; fe re Kr m% SS2 1169, "74 

(CCPA 1979V) . In some cases, the inherent property 
corresponds to a claimed new benefit or characteristic 
of an invention otherwise in the prior art In those 
cases, the new realization alone does not render the 
Old invention patentable. See ^tfas Powder. 190 F.3d 
at 1347 C(T]he discovery of a previously unappreci- 
ated property of a prior art composition, or of a sci- 
entific explanation for the prior art's function, does 
not render the old composition paientabty new to the 
discoverer."); *137SBri3SabMx&& S&mM Co. v. fig* 

Venn* Labs. fa*. 246 p,3d lafiL 1326 

fl?eflCir.2Q(m (explaming that newly discovered res- 
ults of Jmown processes are not patentable because 
those results are inherent in the known processes). 
Thus, when considering a prior art method, the anti- 


cipation doctrine examines the natural and inherent 
results in that method without regard to the full re- 
cognition of those benefits or characteristics within 
the art field at the time of the prior art disclosure. 

Dr. Penicone's five asserted independent claims re- 
cite: 

[Claim 1, 1 693 pa te nfl A method for treating skin 
sunburn comprising topically applying to the skin 
sunburn a fatty acid ester of ascorbic acid 
[Claim 8, '693 patent! A method for preventing 
sunburn damage to exposed skin surfaces, compris- 
ing topically applying to said skin surfaces .... 
[Claim 1, '063 patentl A method for the treatment 
of skin disorders which arise because of depleted 
or inhibited collagen synthesis which comprises 
topically applying to affected skin areas .... 
[Claim 9, '063 patentl A method for the treatment 
of skin damaged or aged by ... which comprises 
topically applying to affected skin areas a composi- 
tion containing .... 

[Claim 16, '063 patentl A method for the treatment 
of damaged or aging skin and epithelial tissue dis- 
orders ... said treatment comprising topically apply- 
ing to affected tissue areas the combination of — 
Thus, Dr. Penicone's independent claims recite par- 
ticular skin benefits together with methods of achiev- 
ing those benefits (i.e., topically applying a particular 
compound). fFN^l If Pereira discloses the very same 
methods, then the particular benefits must naturally 
flow from those methods even if not recognized as 
benefits at the time of Pereira's disclosure. Thus, 
Pereira anticipates if its disclosure of "topical applic- 
ation" satisfies the application step in Dr. Perricone's 
various asserted claims. 

FN* This court notes that while the various 
claimed beneficial uses appear to be recited 
in the preambles of Dr. Penicone's claims, 
the district court construed those claims as 
being limited by their preambles, see Per- 
rt^np 267 F.Si W .2d at 237 (detennjiiing 
the scope of various preamble terms), and 
neither party seems to have challenged thai 
construction. This court agrees that the dis- 
trict court's construction was correcL 

Ufil Claim 1 of tha '693 patent, from which claims 
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2-4 and 7 ultimately depend, specifically recites ap- 
plication of the fatty acid ester to "skin sunburn." 
This claim term raises a different problem. The issue 
is not as the dissent and district court imply, whether 
Pereira's lotion if applied to skin sunburn would in- 
herently treat that damage, but whether Pereira dis- 
closes the application of its composition to skin sun- 
burn. It does not This court explained in CffTff^ 
Martetin* International. Inc. v. Coolfavinrt.CQm, 
Inc. that a patent to an apparatus does not necessarily 
prevent a subsequent inventor from obtaining a patent 
on a new method of using the apparatus. 239 B2fl 
fiQI 809 (Fed.Cir.20021 . New uses of old products or 
processes are indeed patentable subject matter. See 
3 5 P S C S 101 (20001 (identifying as patentable 
"any new and useful improvements 11 of a process, 
machine, manufacture, etc.); In rs K ' n *- 801 F ' 2(t 
1324. 1326 (R* LCir.l386V (principles of inherency 
' do not prohibit a process patent for a new use of an 
old structure). That principle governs in this case as 
well. 

Claim 1 of the '693 patent recites a new use of the 
composition disclosed by Pereira, *137° i.e., the 
treatment of skin sunburn. The district court's inher- 
ent anticipation analysis for this claim contains a 
flaw. The disclosed use of Pereira's lotion, i.e., topic- 
al application, does not suggest application of 
Pereira's lotion to skin sunburn. In other words, the 
district court's inherency analysis goes astray because 
it assumes what Pereira neither disclosed nor 
rendered inherent Because Pereira does not disclose 
topical application to skin sunburn, this court re- 
verses the district court's holding that Pereira anticip- 
ates claims 1-4 and 7 of the 'ffij parent 

like the district court, the dissent seems to ignore, or 
at least dismiss as "not substantial! the distinction 
between Dr. Perricone's claimed method and Pereira's 
disclosed method. Thus, the dissent characterizes 
both methods the same way: "Pereira describes not 
only the same product that is claimed in the sunburn 
patent, but also the same method of using it, i.e., top- 
ically applying it to the skin in an amount necessary 
to have beneficial effects on the skin." Unfortunately, 
the dissent can make that statement only by dismiss- 
ing the explicit language of Dr. Perricone's claimed 
method: "applying to the skin sunburn." 'tf? pjMfinj, 


claim 1. Skin sunburn is not analogous to skin sur- 
faces generally. Thus, there is an important distinc- 
tion between topical application to skin for the pur- 
pose of avoiding sunburn, and the much narrower 
topical application to skin sunburn. That distinction 
highlights the flaw in the dissent's knee brace hypo- 
thetical, which suggests that a particular prevention 
method necessarily anticipates a treatment method. 
To use a more apt analogy, the disclosure that a sun- 
burn can be prevented by wearing a hat clearly does 
not anticipate a claim to the discovery that one can 
neat an existing sunburn by putting on a hat. The dis- 
sent attempts to bolster its analogy by comparing the 
mechanism underlying its knee brace analogy to Dr. 
Perricone's invention. With that comparison, the dis- 
sent drifts even farther from the facts of this case. 
The alleged anticipating reference here is Pereira, not 
Dr. Perricone's own teachings. Pereira is silent about 
any sunburn prevention or treatment benefits, not to 
mention the mechanisms underlying such uses. If 
Pereira did teach sunburn prevention, as well as (he 
mechanism behind mat prevention, those teachings 
might suggest that Dr. Perricone's sunburn treatment 
claims would have been obvious. However, those un- 
realized possibilities do not alter the analysis in this 
case where Pereira does not disclose topical 1 applica- 
tion to skin sunburn. 

QH Unlike claim 1, claim 8 of jfrg 1623 patent , from 
which claims 9 and 13 ultimately depend, merely re- 
quires application of the composition to exposed skin 
surfaces. Because all skin surfaces are susceptible to 
sunburn damage, and because one can only realistic- 
ally apply a composition to a skin surface when that 
surface is exposed, Pereira's "topical application' 1 en- 
compasses the application step of claim 8. Thus, the 
district court correctly determined that Pereira's dis- 
closure of die topical application of the same com- 
position necessarily anticipates claims 8, 9, and 13 of 
foe '693 patent. 

Claim 1 of the '063 patent , from which claiias 2-8 of 
that patent ultimately depend, recites application to 
"affected skin areas," That claim further recites that 
those skin areas suffer from "depleted or inhibited 
collagen synrtigsig ." '063 patent claim 1 The spe- 
cification of the '063 patent, meanwhile, explains that 
such damage results from, inter alia, "the natural 
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aging process. " *063 patent, col 1, 11. 46-50. Because 
+1380 all skin is a victim of that process, claim 1 of 
the -063 natent ultimately claims merely the topical 
application of the recited composition. Likewise, 
claim 9 of the '063 patent, from which claims 10-15 
of that patent ultimately depend, recites application 
of the composition to "affected skin areas'* where 
those areas are further identified as being "aged.'' As 
such, because all skin ages, the application step of 
claim 9 merely requires application of the composi- 
tion to skin. Similarly, the "affected tissue areas" of 
claim 16 nf the '063 patent from which claims 17-25 
ultimately depend, are identified in that claim as 
"aging skin." Thus, as with claims 1 and 9 of the '063 
patent, claim 16 claims merely the topical application 
of the recited composition. Because Pereira discloses 
the very same composition and teaches its topical ap- 
plication, the district court correctly applied the in- 
herency doctrine. Using the same composition 
claimed by Dr. Perricone in the same manner claimed 
by Dr. Perricone naturally results in the same claimed 
skin benefits. 

In an effort to support the district court's invalidity 
ruling on other grounds, Medicis has directed this 
court's attention to a number of other references thai 
Medicis argues anticipates Dr. Perricone's claims. 
This court declines to consider grounds for invalidity 
not relied on by, and not appealed from, the district 
court 

Infringement 

Recognizing that invalidity is an affirmative defense 
to infringement, (he district court granted Medicis' 
motion for summary judgment of non-infringement 
Of th e '693 patent . Pirrfomg, ?$7 F.gupp^ at 
248-49. The district court likewise denied Dr. Per- 
ricone's motion for summary judgment of infringe- 
ment. Because it reverses the district court" s grant of 
summary judgment on claims 1-4 and 7 of lh e '69? 
patent this court also vacates the district court's sum- 
mary judgment of non-mfringement on those claims. 

Attorney Fees 
In the cross-appeal, Medicis challenges the district 
courts denial of Its motion for attorney fees under £ 
285 . Medicis asks mis court either to remand on the 
exceptional case question or to "declare the case ex- 


ceptional without further proceedings." Medicis' 
opening brief at 64. This court declines that invita- 
tion. 

fl8iri9l An award of attorney fees under 25-LLS£*l 
285 involves a two-part determination. First, a district 
court must determine whether the prevailing party 
has proven an exceptional case by clear and convin- 
cing evidence. Forest Labs . Inc. v. Abbott Labs., 339 
R3d 1324. 132 7 rFad.Cir.2003> (citing Rui?, V, Afr 

flam" C*. 7.3* F ffl 654. m fFtf ,Cir,2MW. This 
court reviews an exceptional case finding for clear er- 
ror. Ai at 1328. Second, if the district court finds the 
case exceptional, it must then determine whether an 
award of attorney fees is appropriate. ££ This court 
reviews that determination for an abuse of discretion. 
M (citing Qsfeat C«™ " EM 13* *3d 

[460 (Fed.Cir.lQ98> (en banc)). As mis court ex- 
plained in Frank's Casin g Crew v. Wetuherford Inter* 
national, trial judges enjoy discretion to award attor- 
ney fees for good reason, 33S t37 °- 1379 
fl pefl CHT 20Q4\ "After presiding over the preparation 
and trial of the case, the trial judge can best weigh the 
relevant considerations, such as the closeness of the 
case, the tactics of counsel, the flagrant or good faith 
character of the parties' conduct, and any other 
factors contributing to imposition *13S1 of punitive 
sanctions or to fair allocation of the burdens of litiga- 
tion."' !± (citing jfagiM Mf<f - Cfi v - AUen Grow 
inc.. 917 F.2d sm. gaa ffijsL£kJgga: S.C.Johnson 
A W Inc. w. Carter-Wallace faff,, 7P 1 F-2tf 199. 
201 (Fed.Cfr.1986Y) . This case exhibits those consid- 
erations. 

f20ir2Ll Medicis' arguments appear to focus on the 
timing and content of various expert reports proffered 
by Dr. Perricone, the propriety of various responses 
by Dr. Perricone to Medicis' requests for admissions, 
and demands made by Dr. Perricone during settle- 
ment negotiations. While the timing and content of 
some of those documents might be questionable, 
Medicis points to nothing establishing that the district 
court committed clear error regarding whether this 
case is exceptional. Moreover, even if this court de- 
termined that this case should have been declared ex- 
ceptional, the district court's failure to award attorney 
fees would not rise to an abuse of discretion given 
that court's familiarity with the various relevant de- 
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tails of Dr. Perricone's conduct in ibis case. 

CONCLUSION 
This court affirms the district court's summary judg- 
ment of invalidity of claims 1-19 of fl,fe„ '063 parent 
and claims 8, 9, and 13 of TlK P atent - However, 
because the district erred in its anticipation analysis 
of claims 1-4 and 7 of £S3 ™tent this court re- 
verses the district court's summary judgment of in- 
validity as to those claims. Moreover, this court va- 
cates the district court's summary judgment of non- 
infringement of claims 1-4 and 7 of &fi !fi£3 patent, 
but affirms that summary judgment as to the remain- 
ing cl aims in that patent Finally, this court affirms 
the district court's denials of Medicis' motion for at- 
torney fees under aff V-S.C. 3 MS* ™ s I * 
mands for further proceedings. 

COSTS 

Each party shall bear its own costs. 

AFFIRMED-IN-PART, REVERSED-IN-PART f VA- 
CATED-lN-PARTand REMANDED 

BRYSON. Circuit Judge, concurring in part and dis- 
senting in part 

I concur in most aspects of the court's opinion, in- 
cluding the portions upholding the district court's rul- 
ing that claims 1-19 of the "skin disorder 1 ' patent, 
U.S. Patent No. S.S74.063, and claims 8, 9, and 13 of 
the "sunburn" patent, U S, Patent No. 5.409.69.3. are 
anticipated by ITS Patent No. 4.981.845 ("the 
Pamira patent") . I dissent, however, from the portion 
of the judgment holding that the Pereira patent does 
not anticipate claims 1-4 and 7 of the sunburn patent. 
In my view, the differences between the claims that 
the court invalidates and those that it holds not to be 
invalid do not justify a difference in outcome. The 
written description of the sunburn patent is identical 
to the pertinent portions of the written description of 
the skin disorder patent in all material respects. The 
only significant difference between the two patents 
for present purposes is that the sunburn patent claims 
methods for treating and preventing sunburn com- 
prising the topical application of the composition de- 
scribed in the specification, while the skin disorder 
patent claims a method for treating skin disorders 


comprising the topical application of the same com- 
position. Moreover, the only difference between the 
claims of the sunburn patent that this court invalid- 
ates and those *1382 that it upholds is that the former 
recite methods for preventing sunburn while the latter 
recite methods for treating sunburn. The differences 
between the sunburn and the skin disorder patents, 
and among the claims of the sunburn patent, simply 
highlight inherent features of the compositions that 
are disclosed both in the common written description 
of the two patents in suit and in the Pereira patent. 
Under our precedents, those differences do not suf- 
fice to avoid anticipation. 

Claim 1 of the sunburn patent recites: 
A method for treating skin sunburn comprising top- 
ically applying to the skin sunburn a fatty acid ester 
of ascorbic acid effective to solubilfce in the lipid- 
rich layers of the skin an amount effective to scav- 
enge therefrom fire© radicals present as a result of 
transfer of energy to the skin from the ultraviolet 
radiation which produced said sunburn. 

Dependent claims 2-4 and 7 recite a method for treat- 
ing skin sunburn in which the fatty acid ester of 
ascorbic acid is topically applied to the skin in the 
form of a composition including a dermatologically 
acceptable carrier (claim 2), in which the fjitty acid 
ester of ascorbic acid is selected from a group includ- 
ing ascorbyl palmitate (claim 3), in which the fatty 
acid ester of ascorbic acid is ascorbyl palmitate 
(claim 4), and in which the composition includes Vit- 
amin E (claim 7). Independent claim 8 and dependent 
cl aims 9 and 13 are similar to claims 1, 2, and 7, ex- 
cept that they recite a method for preventing sunburn 
damage to exposed skin. 

In explaining the effectiveness of the claimed meth- 
od) the sunburn patent states: 
The effectiveness of the ascorbyl fatty acid esters 
in the treatment of ... radiation-induced skin dam- 
age ... can be postulated as resulting from the anti- 
oxidant properties of ascorbic acid per se, which 
properties are retained to a high degree in the 
ascorbyl fatty acid ester form, together with the 
fact that the ascorbyl fatty acid ester fbtfm is cap- 
able of being delivered in an effective manner. 
Sunburn patent, col. 6, 11. 35-43. The patent further 
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explains that "when solubilized in the lipid-rlch lay- 
ers of the skin, the fatty acid ester form of ascorbic 
acid is capable of scavenging free oxygen-containing 
radicals, neutralizing other reactive oxidants released 
extracellularly and intracellularly, and either interfer- 
ing with or ininimizing oxidative generation of meta- 
bolites LL col 6, U. 43-47. The patent describes 
the invention as one 
which involves the topical application of fat- 
soluble fatty acid esters of ascorbic acid .... By vir- 
tue of the fat-solubility of these ratty acid esters 
and the further enhancement of this solubility Yia 
admixture with fat-penetrating carriers, the active 
ascorbic acid can be effectively percutaneously de- 
livered to lipid layers so as to bring about these ef- 
fects and actions .... 
ft col. 6. 11. 50-63. 

The Pereira patent discloses a composition containing 
each of the components recited in the sunburn patent, 
and in amounts falling within the same range. In ad- 
dition, the Pereira patent discloses that die emulsion 
of the invention comprises "a selected skin benefit in- 
gradient, a special emulsifter and an emollient oil," 
which is effective for delivering the skin benefit 
agent "to subcutaneous regions of the skin." Pereira 
patent, col. 1, 1L 14-15; ft" col. 2, 11. 13-14. Among 
the skin benefit ingredients listed in the Pereira patent 
is *1383 ascorbyl palmitate. Pereira further discloses 
a number of substances for use as the emollient in- 
gredient, including lethicin. ft col, 4, 1L 67-68. 

The evidence before the district court established that 
the Pereira patent discloses topical application of the 
same substance that is claimed in the sunburn patent, 
with the same results. Thus, the evidence showed that 
certain of the skin benefit ingredients of Pereira, in- 
cluding ascorbyl palmitate, operate to benefit the skin 
by scavenging free radicals. In addition, the evidence 
showed that lecithin is a dermatologically acceptable 
carrier that is able to "solubilize the lipid-rich layers 
of the skin," as required by the sunburn patent And 
the concentration levels of the skin benefit ingredi- 
ents of Pereira encompass the levels that the sunburn 
patent asserts are effective in treating and preventing 
sunburn. 

To be sure, Pereira does not expressly refer to the use 


of the disclosed composition to treat or prevent sun- 
burn. As the district court noted, however, those be- 
nefits are inherent in the topical application of the 
composition claimed in Pereira. The fact that. Pereira 
does not assert that the emulsion is effective in pre- 
venting or treating sunburned skin does not avoid an- 
ticipation of the sunburn patent, as long as those be- 
nefits are the natural result of the normal use of the 
Pereira emulsion. See MKHLmtepkile far'/ Com, v. 
Milium. 192 Fid 1362. !36fi(Rcl.CirJ9i^(Frior 
art article anticipates because it describes a process 
that necessarily performs the claimed process; "where 
... the result is a necessary consequence of what was 
deliberately intended, it is of no consequence that the 
article's authors did not appreciate the results 1 '); Alias 
P^r Co v. hero. 190 F-3d 1342, 1347 
rFed.Cir.1999^ ("Under the principles of inherency, if 
the prior art necessarily functions in accordance with, 
or includes, the claimed limitations, it anticipates."); 
fa r* Kin*. 8 H1 VIA 1324. 137.6 n?e<LCrr.l986\ 
T mthi P fa ™ AckcnbarX 18.CC.P.A. 769, 45 
437.439 (19303. ("if a previously patented device, in 
its normal and usual operation, will perform the func- 
tion which an appellant claims in a subsequent ap- 
plication for process patent, then such application for 
process patent will be considered to have been anti- 
cipated by the former patented device"). Although 
Dr. Perricone may have discovered that among the 
skin benefits of the composition disclosed by Pereira 
are the prevention and treatment of sunburn, the dis- 
covery of a new property of the Pereira composition, 
when used in accordance with its normal application, 
is not a sufficient basis for avoiding anticipation. See 
fa re Cruci ferous Snroui_ Uti*.. 301 F,3d 134& 

n^n-si cVnLCWlCOTS ("Brassica has done nothing 
more than recognize properties inherent in certain 
prior art sprouts .... While Brassica may have recog- 
nised something quite interesting about those sprouts, 
it simply has not invented anything new."); EMI 
Croup. N. M - far, v. Caress Semiconductor CprPu 
Zflft R3d 1342. 1349 rFed.Cir.300n ("The discovery 
of a previously unappreciated property of a prior art 
composition ... does not render the old composition 
patentabry new to the discoverer. "); ftrfaf FQVder % 
_ift)R3d at 1349 ("discovery of an inherent property 
of the prior art [does] not [constitute] the addition of 
a novel element'" and therefore does not serve as pat- 


© 2006 TbomsonAVesL No Claim to Orig. U.S. Govt Works. 

PAGE 14/17 * RCVD AT 10/24/2006 5:24:49 PNI [Eastern Daylight Time] 1 SVfcUSPTO-EFXRF'519 * DNIS:2738300 1 CSID :4045726999 * DURATION (mnHS):05«38 


OCT. 24. 2006 5:30PM 


POWELL, GOLDSTEIN (OTi-17) 


NO. 292 P. 15 


Pap© 13 

432 F.3d 1368 ™ B 
432 F.3d 1368, 77 U,S-RQ.2d 1321 
(ate as: 432 F^d 1368) 


entable subject matter). 

This is pot a case in which the patentee is claiming a 
method that consists of a new way of using a previ- 
ously known product in order to achieve a new result 
The Supreme Court long ago explained that "if *1384 
an old device or process be put to a new use which is 
not analogous to the old one, and the adaptation of 
such process to the new use is of such a character as 
to require the exercise of inventive skill to produce it, 
such new use will not be denied the merit of pat- 
entability." Brass & Covuer Co. V. Elec 
Sunnh* Cn 144 TI S 11.18. 12 S.Ct. 601. 36 L.Ed, 
327 (1892^ Importantly, however, the Court quali- 
fied that rule by adding that "the application of an old 
process or machine to a similar or analogous subject, 
with no change in the maimer of application and no 
result substantially distinct in its nature, will not sus- 
tain a patent even if the new form of result had not 
before been contemplated." see also BrWYfl v- 
pry r 91 U S. T7 33 l Ed. 200 (1875^ (prior art 
patent for a "corpse preserver" anticipated method for 
preserving fish and meats that used Che same steps; 
Court held that the new method "was simply the ap- 
plication by the patentee of an old process to a new 
subject .... The thing was within the circle of what 
was well known before, and belonged to the public. 
No one could lawfully appropriate it to himself, and 
exclude others from using it in any usual way for any 
purpose to which it may be desired to apply it"). 

The majority accurately describes that governing 
principle of law when it states: "If Pereira discloses 
the very same methods, then the particular benefits 
must naturally flow from those methods even if not 
recognized as benefits at the time of Pereira's disclos- 
ure." That principle, however, leads me to a conclu- 
sion different from the one reached by the majority, 
at least as to the sunburn treatment claims. In my 
view, the method of using toe composition recited in 
the sunburn patent is not substantially different from 
the "skin benefit" use described by Pereira. The pre- 
vention and treatment of sunburn therefore do not 
qualify as "new uses" of the composition so as to 
avoid anticipation. See paroling Mktti- far '*» frftd v . 
CnnhavinPS.com. Inc. 289 F.3<1 801 
(Fed.Cir.2002^ (stating, for illustration, that a claimed 
use of shoe polish to repel water on shoes does not 


constitute a "new use" of the prior art polish, al- 
though a claimed use of the shoe polish to gxow ban- 
would so qualify). 

Pereira describes not only the same product that is 
claimed in the sunburn patent, but also the same 
method of using it, i.c, topically applying it to the 
skin in an amount necessary to have beneficial effects 
on the skin. Dr. Perricone's contribution is simply to 
recognize that among those skin benefits is the pre- 
vention and treatment of sunburn. That identification 
of a new subset of a previously known property is not 
entitled to patent protection. 

While the majority applies that principle to the sun- 
burn prevention and skin disorder claims, it does not 
apply the same principle to the sunburn treatment 
claims, even though those claims recite the same 
composition and process as are disclosed in Pereira 
and recited in Dr, Perricone's other claims. Yet, to 
use the majority's language, the treatment of sun- 
burned skin is every bit as much a "particular benefit! 
] that must naturally flow from [Pereira's] methods" 
as the prevention of sunburn and the treatment of skin 
disorders. Under the majority's test, the sunburn treat- 
ment claims should therefore be anticipated by 
Pereira just as much as the sunburn prevention claims 
and the skin disorder treatment claims. 

The majority distinguishes the prevention claims of 
the sunburn patent from the treatment claims of that 
patent by stating *13$5 that because "all skin sur- 
faces are susceptible to sunburn damage, and because 
one can only realistically apply a composition to a 
skin surface when (hat surface is exposed, Pereira's 
'topical application 1 encompasses die application step 
of claim S" of me sunburn patent But precisely the 
same reasoning applies to the sunburn treatment 
claims. The majority seems to attach significance to 
the notion that topical application of Pereira's emul- 
sion always prevents sunburn, because all skin is sub- 
ject to sunburn, but that it does not always treat sun- 
bum, because not all skin is sunburned and in need of 
treatment That distinction, however, does not stand 
up: the fact that the sunburn Treatment function Is per- 
tinent to only a subset of users of the Pereira method 
(i.e., those already suffering from sunburn) does not 
mean that Pereira does not anticipate the treatment 
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